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Before Cissel, Walters and Bucher, Adm nistrative TrademarKk
Judges.

Qpi ni on by Bucher, Adm nistrative Trademark Judge:

Florida Famly I nsurance Services, LLC sought to
register the term Bl G RE | NTERMEDI ARI ES on the Princi pal
Regi ster in conjunction with services recited, as anended,
as “insurance services, nanely, the brokering of
reinsurance,” in International Cass 36.1

Regi stration was finally refused pursuant to Section

2(e)(1) of the Trademark Act, 15 U.S.C. 8§ 1052(e)(1), on

! Application Serial No. 75/877,976 was filed on Decenber 22,
1999 based upon applicant’s allegation of a bona fide intention
to use the mark in comerce under Section 1(b) of the Act.

Absent any subsequent allegation of use, this application remains
an intent-to-use application.
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the ground that applicant’s mark is nmerely descriptive of
its services.

Applicant filed this appeal, but did not request an
oral hearing before the Board. Both applicant and the
Trademar k Exam ning Attorney have fully briefed the case.

W affirmthe refusal to register.

The test for determ ning whether a mark is nerely
descriptive is whether the termimedi ately conveys
i nformation concerning a quality, characteristic, function,
ingredient, attribute or feature of the product or service
in connection with which it is used, or is intended to be

used. Inre Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979);

In re Engineering Systens Corp., 2 USPQd 1075 (TTAB 1986).

It is not necessary, in order to find a mark nmerely
descriptive, that the mark describe each feature of the
goods, only that it describe a single, significant quality,

feature, etc. In re Venture Lendi ng Associ ates, 226 USPQ

285 (TTAB 1985). Further, it is well established that the
determ nation of nere descriptiveness nust be nmade not in
the abstract or on the basis of guesswork, but in relation
to the services in connection with which registration is
sought, the context in which the mark is used, or is

intended to be used, and the inpact that it is likely to
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make on the average purchaser of such goods or services.
In re Recovery, 196 USPQ 830 (TTAB 1977).

We must consider the issue of descriptiveness before
us in relation to the services identified in the instant
application, i.e., reinsurance brokerage services. Wile
we nust consider the mark in its entirety, it is
perm ssi bl e, as argued by the Trademark Exam ni ng Attorney,
to focus sequentially on the various conponents of a
conposite mark to understand what its overall connotation
will be to nenbers of the relevant public.

The record herein nmakes it clear that the term*“RE’
has gai ned w de acceptance in the insurance industry as a
shortened formof “Reinsurance.”? Equally clear fromthe
Lexi s/ Nexi s excerpts submtted by the Trademark Exam ni ng
Attorney is the fact that reinsurance brokers, such as
applicant, often function as “internediaries” between the
rei nsurance conpani es and the cedi ng® i nsurance conpany:
“YDJ Reinsurance Internediaries LLC, a reinsurance

brokerage firm.” (AM Best Conpany, Nov. 17, 2000), and

2 Fromthe Lexis/Nexis excerpts placed into the record by the
Tradenmar k Exam ni ng Attorney, we see trade nanes for insurance

i nternedi aries, such as Sten-Re, Anerican Re, North Anmerican Re,
US Re Corp., Inter-Ccean Re, Aon Re Wrl dwi de, Sedgwi ck Re,
WnterBrook Re Internediaries, Trenw ck American Re, Al exander

Re, Minich Re, Zurich Centre Re Group-U. S., Allnerica Re division
of Hanover, IPC Re, USF Re, Crunp Re and Magnant Re.

3 To “Cede” is to transfer to a reinsurer all or part of the

i nsurance or reinsurance risk witten by a cedi ng conpany.
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“Asi de from enpl oyi ng brokers, reinsurance internediaries
today now hire | awers, mathematicians..” (Business
| nsurance, Nov. 10, 1997). Accordingly, we find that “RE
| NTERMVEDI ARIES” is a highly descriptive termfor
rei nsurance brokers such as applicant, and for the services
that such firns provide.

As to the word “big,” classified within the category
of nmerely descriptive designations are those expressions
that Professor McCarthy refers to as “puffing” or “self-

| audatory terms.”?

As noted by the Trademark Exam ni ng
Attorney, words like “big” are conmmonly used in trademarks
and service marks as a laudatory term However, a term

i ndi cating nothing but high quality or large size surely

cannot function inherently as an indicative of origin to

the purchasing public. See In re Bush Bros. & Co. 884 F. 2d

569, 12 USPQ2d 1058 (Fed. Gir. 1989) [DELUXE]: Exquisite

Form I ndustries, Inc. v. Exquisite Fabrics of London, 378

F. Supp. 403, 183 USPQ 666 (S.D.N.Y. 1974) [EXQUISITE]; In

re Consolidated G gar Co., 35 USPQ2d 1290 (TTAB 1995)

[ SUPER BUY]; In re Ervin, 1 USPQ2d 1665 (TTAB 1986) [ THE
ORIG NAL]; Inre Inter-State G| Co., 219 USPQ 1229 (TTAB
1983) [PREFERRED]; In re Royal Viking Line A/S, 216 USPQ

4 2 J. McCarthy, McCarthy on Trademarks & Unfair Conpetition,

§ 11.17 (4'" ed. 2001).
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795 (TTAB 1982) [WORLD CLASS]; and In re WIeswod, Inc.,

201 USPQ 400 (TTAB 1978) [ AMERI CA'S BEST POPCORN! and
AMVERI CA' S FAVORI TE POPCORN!'] .  Each of the expressions from
these reported decisions indicate that the objects to which
they are applied stand out preem nently above the class to
whi ch they bel ong by reason of sone outstandi ng achi evenent
or quality. This is especially relevant when the word
“big” is used in this particul ar business inasnuch as
several of the Lexis/Nexis excerpts suggest that ongoing
i ndustry consolidation has resulted in increasingly |arge,
gl obal negabr okers:

...Over the past 12 nonths, such household

nanmes ...have been lost in the consolidation

frenzy... At the sane tinme, other reinsurance

brokers al so have joined forces to form new

gl obal players... As brokers still sort out

the effects of consolidation, they agree

that the nmerger and acquisition novenent is

not over yet...“New Brokers Debut in Top 10:

Consol i dati ons Form Dom nant d obal

Pl ayers,” Busi ness | nsurance, Novenber 10,
1997.

...The reinsurance internediaries in the
United States nunber around 90 firnms, with
that nunber drastically reduced when we are
tal ki ng about reinsurance brokers that are
capabl e of brokering a conplete reinsurance
program for a property and casualty conpany...
The top 10 reinsurance internediaries in the
United States have certain general
characteristics... “Small, Medium Si zed

Br okers Losi ng | ndependence,” Nati onal
Underwiter, June 19, 1989.
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Hence, based upon this record, we find that when the
| audatory termBIGis placed directly in front of the
hi ghly descriptive designation, RE | NTERVEDI ARl ES,
applicant’s clainmed service mark i nmedi ately conveys
i nformation concerning characteristics or attributes of
applicant’s reinsurance brokerage services, nanely, that
applicant purports to be a big reinsurance broker, which
functions as an internedi ary between the reinsurance
underwriting conpany and the ceding insurance conpany.®
Applicant argues that the Trademark Exam ning Attorney
has i nproperly dissected the conposite mark. In the event
that the conbined term “BIG RE,” for exanple, were to have
anot her specific connotation, it mght be possible for the
entire conposite herein to take on anot her neani ng.
However, nowhere has applicant identified any alternative,
non-descriptive neaning for this conbined term “BlIG RE.”
Hence, we find that the entire term Bl G RE | NTERVEDI ARl ES
is nerely descriptive of the recited services.

Decision: The refusal to register is affirmed.

° There is nothing in the record indicating whether or not
applicant’s assets and transactions would qualify it for
inclusion in the class of the behenpths in the industry. |In any

case, whether a negabroker or not, Section 2(e)(1l) precludes
registration of this matter to applicant as being either nerely
descriptive, or in the alternative, as being deceptively

m sdescri ptive.



